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1. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 



2. The examiner notes that, as described in the instant specification, the recited 
process of "matching" appears to refer to a process in which the content of a 
menu is updated to reflect changes in recorded media content such that the 
content of the menu allegedly "matches" the recorded content [e.g., Note: instant 
Figure 11; and lines 5-8 of claim 24]. 



3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



4. Claims 1-19, 22, and 23 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

1) In claim 1, lines 5, the phase "which makes matching" is indefinite because it 
is unclear, in the context of this claim, what the phrase means and/or to what it 
refers (e.g.. What is being "matched?"). Clarification is needed. Similar 
clarification is needed in line 5 of claim 2, line 12 of claim 9, line 5 of claim 22, 
and line 12 of claim 23. 
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5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 



6. Claims 24-25 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 24 and 25 are directed to a computer "program". Computer programs, 
per se, constitute non-functional descriptive material and, as such, are non- 
statutory: i.e., a computer program is not a process, machine, manufacture, or 
composition of matter. 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the invention 
thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior 
to the date of application for patent in the United States. 

8. Claims 1-4, 6, 7, 9-11, 13-15, and 22-25 are rejected under 35 U.S.C. 102(a) 
as being anticipated by Japanese Patent Document #2004-318923 to 
Shimizu et al. 

The instant examiner agrees with the position set forth in written opinion, 
submitted by applicant for consideration on 4/20/2007 [note the sixth page thereof], 
that the above listed claims are anticipated by the system described in 
paragraphs 0064-0078 of the provided translation of Japanese Patent Document 
#JP2004318927. 



9. Claims 20 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent Publication #2002/0012304 to Nakahara et al . 

As is shown in Figures 4 and 5, Nakahara et al. discloses an editing system 
which includes: 

A) Circuitry for determining whether or not the loaded subject disc is a 
DVD + RW type disc that, by definition, includes a menu [i.e., note step 
"813" of Figure 4]; and 
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B) Circuitry for disabling tlie recording of additional information on the 
loaded subject disc when the disc is not determined to be of the DVD + 
RW type [i.e., note steps "S7", "S8" and "S13" of Figure 4]. 



10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 1 02 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes 
that the subject matter of the various claims was commonly owned at the 
time any Inventions covered therein were made absent any evidence to the 
contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point 
out the inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), 
(f) or (g) prior art under 35 U.S.C. 103(a). 



11. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese Patent Document #2004-318923 to Shimizu et al. in view of 
Japanese Patent Document #2004-120035 to Kamio et al. 

The instant examiner agrees with the position set forth in written opinion, 
submitted by applicant for consideration on 4/20/2007 [note the sixth page thereof], 
that claims 5 and 12 are obvious over paragraphs 0064-0078 of the provided 
translation of Japanese Patent Document #JP2004318923 in view of the 
teachings set forth in paragraphs 0007-0026 of provided translation of Japanese 
Patent Document #JP2004 120035. 
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12. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . 

As is sinown in Figures 4 and 5, Nakahara et al. discloses an editing system 

wliicin includes: 

A) Circuitry for determining whether or not the loaded subject disc is a 
DVD + RW type disc that, by definition, includes a menu [i.e., note step 
"813" of Figure 4]; 

B) Circuitry for disabling the recording of additional information on the 
loaded subject disc when the disc is not determined to be of the DVD + 
RW type [i.e., note steps "37", "38" and "313" of Figure 4]; 

and 

C) Circuitry for editing the loaded subject disc, including the recording of 
additional information, when the loaded subject disc is determined to be 
of the DVD + RW type [i.e.. Note: paragraphs 0133 and 0134; and steps "332" to 
"335" of Figure 5]. 



Claim 1 differs from the showing of Nakahara et al. only in that Nakahara et al. 
does not specifically describe the editing and rewrite processes [i.e., ©steps 
"332" to "335" of Figure 5] as including the updating/rewriting of the menu stored 
thereon to "match" the changes/additions made to the recorded content. 



Kikuchi et al has been cited because it at least evidences that it was known to 
have been desirable, if not necessary, to have updated the menu of a DVD + RW 
type disc when the content of the DVD + RW type disc has been edited so that 
the content of the menu "matches" the media content of the disc [e.g., See 
paragraphs 0019]. In light of this showing, the examiner maintains that it would 
have been obvious to one of ordinary skill in the art to have "modified" the editing 
and rewriting processing described in Nakahara et al. [ @ steps "332" to "335" of 
Figure 5] to have Includes the updating and rewriting of the menu to reflect (i.e., 
"match") the changes made in the media content. 



13. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . for the same reasons that were 
set forth above for claim 1 . 
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14. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . for the same reasons that were 
set forth above for claim 2. Additionally: 

Nakahara et al . broadly identifies the media content stored on the disc as 
representing music or image information [Note paragraphs 0005]. While not 
specifically describe, the examiner takes Official Notice that it was notoriously 
well known in the DVD + RW type disc recording art for such recorded image 
information to have represented either video information or still picture 
information; e.g., wherein the examiner notes that one need not go further than 
applicant's own specification, or the showing of Kikuchi et al , for support of this 
position. 



15. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al . for the same reasons 
that were set forth above for claim 3. 



16. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al .. for the same reasons that were 
set forth above for claim 3, in further view of Japanese Patent Document 
#2004-318923 to Shimizu et al. Additionally: 

Claims 7 recite that the updating of the disc is performed in response to an 
instruction to eject the disc. It is noted that the advantages of finalizing/rewriting 
such edited discs at the time of disc ejection was well known in the art given the 
time and computing power required for such finalizing/rewriting [e.g.. Note 
paragraph 0074-0075 of Shimizu et all . As such, the examiner maintains that it would 
have been obvious to one of ordinary skill in the art to have further modified the 
system disclosed by Nakahara et al . to have includes such an advantageous 
feature. 



17. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al .. for the same reasons that were 
set forth above for claim 3, in further view of Japanese Patent Document 
#2004-318923 to Shimizu et al. Additionally: 

Claims 8 recite that the updating of the disc is performed in response to an 
instruction to eject the disc. It is noted that the advantages of finalizing/rewriting 
such edited discs at the time of disc ejection was well known in the art given the 
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time and computing power required for sucfi finalizing/rewriting [e.g., Note 
paragraph 0074-0075 of Shimizu et all . As sucli, tlie examiner maintains tliat it would 
liave been obvious to one of ordinary sl<ill in tlie art to liave furtlier modified tlie 
system disclosed by Nakahara et al . to have includes such an advantageous 
feature. As is was notoriously well known in the computer arts, the examiner 
maintains that it would have been obvious to one of ordinary skill in the art to 
have required the user to respond to a displayed inquiry to confirm the 
exiting/ending of the editing process prior to the rewriting of the disc; i.e., to give 
the user one last chance to cancel the edits thereby avoiding the execution of 
undesired changes. 



18. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . for the same reasons that were 
set forth above for claim 3. Additionally: 

Note the displayed image illustrated in Figure 6A of Nakahara et al . which 
confirm the fact that the disc is of the type that can be edited. 



19. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al . for the same reasons 
that were set forth above for claim 9. 



20. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al .. for the same reasons 
that were set forth above for claim 9, in further view of Japanese Patent 
Document #2004-318923 to Shimizu et al. Additionally: 

Claims 15 recite that the updating of the disc is performed in response to an 
instruction to eject the disc. It is noted that the advantages of finalizing/rewriting 
such edited discs at the time of disc ejection was well known in the art given the 
time and computing power required for such finalizing/rewriting [e.g., Note 
paragraph 0074-0075 of Shimizu etaii . As such, the examiner maintains that it would 
have been obvious to one of ordinary skill in the art to have further modified the 
system disclosed by Nakahara et al . to have includes such an advantageous 
feature. 



21. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al .. for the same reasons 
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that were set forth above for claim 9, in further view of Japanese Patent 
Document #2004-318923 to Shimizu et al. Additionally: 

Claims 19 recite that the updating of the disc is performed in response to an 
instruction to eject the disc. It is noted that the advantages of finalizing/rewriting 
such edited discs at the time of disc ejection was well known in the art given the 
time and computing power required for such finalizing/rewriting [e.g., Note 
paragraph 0074-0075 of Shimizu et all . As such, the examiner maintains that it would 
have been obvious to one of ordinary skill in the art to have further modified the 
system disclosed by Nakahara et al . to have includes such an advantageous 
feature. As is was notoriously well known in the computer arts, the examiner 
maintains that it would have been obvious to one of ordinary skill in the art to 
have required the user to respond to a displayed inquiry to confirm the 
exiting/ending of the editing process prior to the rewriting of the disc; i.e., to give 
the user one last chance to cancel the edits thereby avoiding the execution of 
undesired changes. 



22. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al . for the same reasons 
that were set forth above for claim 9. Additionally: 

The examiner notes that the recitations of claims 17-19 appear to be purely 
functional in nature in that the claims set forth what the confirmation input 
"represents". In the regard, the examiner contends that it would have been 
obvious to one of ordinary skill in the art that the modified system of Nakahara et 
al. would have operated as illustrated by the flow charts of Figures 4-5 each time 
the system was enabled regardless of what the enablement was in response to; 
i.e., regardless of what the confirmation input "represents". 



23. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . for the same reasons that were 
set forth above for claim 9. 



24. Claim 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication #2002/0012304 to Nakahara et al . in view of US Patent 
Publication #2003/0147629 to Kikuchi et al . for the same reasons that were 
set forth above for claim 9. Additionally: 

The examiner notes that one the disc is detected/confirmed by the modified 
system, the modified determines whether the menu is record thereon as it should 
be. 
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25. Claim 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Publication #2002/0012304 to Nakahara et al . in view of US 
Patent Publication #2003/0147629 to Kikuchi et al . for the same reasons 
that were set forth above for claim 23. Additionally: 

The examiner maintains tliat one skilled in tlie art would have understood a 
software implementation of the modified system to have been both desirable and 
obvious [e.g., as is evident via claim 28 of the Nakahara et al . publication]. 



26. The following "prior art" is noted: 



A) US Patent #7.580.935 to Wvllie 
[Note lines 9-20 of column 5]. 



B) US Patent Document #2003/0227474 to Oetzel 



[Note paragraphs 015 and 042]. 
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27. Any inquiry concerning tliis communication or earlier communications from the 
examiner sKiould be directed to DAVID E. HARVEY whose telephone number is 
(571) 272-7345. The examiner can normally be reached on IVI-F from 6:00AM to 
3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Marsh D. Banks-Harold, can be reached on (571) 272-7905. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/DAVID E HARVEY/ 

Primary Examiner, Art Unit 2621 
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